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DETAILED ACTION 



Claim Rejections - 35 USC § 102(b) 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States; 

2. Claims 4-6, 8, 9, 11 and 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ikeda, et. al. U.S. Patent number 5,937,391. 

3. As in claim 4, Ikeda, et. al. teaches a virtual mall apparatus comprising: means for 
virtually constructing a virtual mall including a plurality of virtual shops (fig. 2, item 
12; fig. 3); means for generating a purchased item data when a purchase command 
is input (col. 2, line 64), the purchase command indicating that a purchaser buys an 
item at one of the plurality of shops, the purchased item data including a store code 
identifying one of the virtual shops at which the item is purchased, an item code 
identifying the item purchased and a discount item flag indicating that the purchased 
item is a discount item, the discount item flag being set where the purchased item is 
specified as a discount item by one of the plurality of shops; means for 
discriminating whether items indicated by at least two discount item flags in a 
plurality of purchased item data are respectively purchased from different shops 
based on the purchased item data (fig 8); and means for executing a discount if the 



Application/Control Number: 10/092,722 Page 3 

Art Unit: 3622 

discriminating means determines that the items indicated by the at least two 
discount item flags are purchased from different shops (col. 14, lines 36-39). 

4. As in claim 5, Ikeda, et. al. teaches an apparatus according to claim 4, wherein the 
discount is applied to items of different shops indicated by the at least two discount 
item flags, further including means for collecting each discount applied to the items 
classified by shop (fig 16). In this system, the redemption of the points means to 
redeem the points for discount, refund or an awarding gift (col. 1 , lines 32-33). 

5. As in claim 6, Ikeda, et. al. teaches an apparatus according to claim 4 further 
including means for selecting one item from at least two different items indicated by 
at least two discount item flags if the at least two different items indicated by the at 
least two discount item flags are purchased at the same shop (figs. 1 1 & 12). 

6. As per claim 8, Ikeda, et. al. teaches a method for performing a discount service in 
a virtual mall which comprises a plurality of virtual shops, including steps of: 
generating a purchased item data (fig 13) when a purchase command is input, the 
purchase command indicating that a purchaser buys an item at one of the plurality of 
shops, the purchased item data including a store code (fig 13, shop "space 
development" code "5002") identifying one of the virtual shops at which the item is 
purchased, an item code ( fig 13, "goods number) identifying the item purchased and 
a discount-item flag indicating that the purchased item is a discount item (fig 13, 
"points deposited"), the discount item flag being set where the purchased item is 
specified as a discount item by one of the plurality of shops; discriminating whether 
items indicated by at least two discount item flags in a plurality of purchased item 
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data are respectively purchased from different shops based on the purchased item 
data (fig 8); and executing a discount (col. 16, lines 33-37) if the discriminating 
means determines that the items indicated by the at least two discount item flags are 
purchased from different shops. 

7. As per claim 9, Ikeda, et. al. teaches a method according to claim 8 further 
including step of selecting one item from at least two different items indicated by at 
least two discount item flags if the at least two different items indicated by the at 
least two discount item flags are purchased at the same shop (fig 11). 

8. As per claim 11, Ikeda, et. al. teaches computer executable codes, stored in a 
computer readable medium, which when executed codes: virtually creating a virtual 
mall including a plurality of virtual shops (col. 16, lines 1316); generating a 
purchased item data when a purchase command is input (col. 16, lines 17-18), the 
purchase command indicating that a purchaser buys an item at one of the plurality of 
shops, the purchased item data including a store code identifying one of the virtual 
shops at which the item is purchased, an item code identifying the item purchased 
(col. 16, lines 26-29) and a discount item flag indicating that the purchased item is a 
discount item, the discount item flag being set where the purchased item is specified 
as a discount item by one of the plurality of shops (col. 16. lines 33-36); 
discriminating whether items indicated by at least two discount item flags in a 
plurality of purchased item data are respectively purchased from different shops 
based on the purchased item data (col. 14, lines 7-10); and executing a discount if 
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the items indicated by the at least two discount item flags are purchased from 
different shops (figure 8). 

9. As in claim 12, Ikeda, et. al. teaches computer executable codes according to claim 
1 1 further selecting one item from at least two different items (figure 13, col. 9, lines 
50) indicated by at least two discount item flags if the at least two different items 
indicated by the at least two discount item are purchased at the same shop. 

Claim Rejections - 35 USC §103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 7, 10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Ikeda, et. al. U.S. patent number 5,937,391 in view of Philippe, et. al. U.S. 
patent number 6,643,624. 

12. Referring to claim 7, Ikeda, et. al. teaches an apparatus according to claim 6, with 
all the limitations thereof. 

13. Ikeda, et. al. does not expressly teach an apparatus wherein the selecting means 
includes a means for comparing a selling price of one of the at least two different 
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items with a selling price of the other item to select one item having a higher selling 
price if selling prices of the at least two different items are different one another. 

14. Philippe, et. al. teaches an apparatus according to claim 6, wherein each item of the 
at least two different items has a selling price and the selecting means includes 
means for comparing a selling price of one of the at least two different items with a 
selling price of the other item to select one item having a higher selling price if selling 
prices of the at least two different items are different one another (fig 2C). 

15. A person having ordinary skill in the art would have been aware of these two 
disclosures and would have been motivated to combine them in order to alleviate the 
problems outlined in Ikeda, et. al. of stores having to prepare a number of coupons 
and pay for the coupons [in the actual printing and handling] (Ikeda, et. al. col. 1, line 
51-52). 

16. Referring to claim 10, Ikeda, et. al. teaches the method of claim 9, with all the 
limitations thereof. 

17. Ikeda, et. al. does not expressly teach a method according to claim 9, wherein each 
item of the at least two different items has a selling price and the selecting step 
includes step of comparing a selling price of one of the at least two different items 
with a selling price of the other item to select one item having a higher selling price if 
prices of the at least two different items are different to one another. 

18. Philippe, et. al. teaches a method for performing a service in a virtual mall which 
comprises a plurality of virtual shops, including steps of: generating a purchased 
item data when a purchase command is input, the purchase command indicating 
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that a purchaser buys an item at one of the plurality of shops, the purchased item 
data including a store code identifying one of the virtual shops at which the item is 
purchased, an item code identifying the item purchased and a discount-item flag 
indicating that the purchased item is a discount item, the discount item flag being set 
where the purchased item is specified as a discount item by one of the plurality of 
shops (col. 9, lines 53-56); discriminating whether items indicated by at least two 
discount item flags in a plurality of purchased item data are respectively purchased 
from different shops based on the purchased item data (col. 9, lines 58-61); and 
executing a discount if the discriminating means determines that the items indicated 
by the at least two discount item flags are purchased from different shops (col. 10, 
lines 15-16). Executing a discount in this instance is a subset of executing a 
transaction; discount terms being part of the product question transactions (col. 7, 
lines 34-35). Philippe, et. al. also teaches a method further including the step of 
selecting one item from at least two different items (fig 2c), and a method wherein 
each item of the at least two different items has a selling price and the selecting step 
includes the step of comparing a selling price of one of the at least two different 
items with a selling price of the other item (fig 2c). Philippe, et. al. does not explicitly 
teach a discounting service. 
19. A person having ordinary skill in the art would have been aware of these two 

disclosures and would have been motivated to combine them in order to alleviate the 
problems outlined in Ikeda, et. al. of stores in the redemption process (Ikeda, et. al. 
col. 1, line 51-55). 
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20. Referring to claim 13, Ikeda, et. al. teaches the system of claim 1 1 with all the 
limitations thereof. 

21 . Ikeda, et. al. does not expressly teach, each item of the at least two different items 
has a selling price, comparing a selling price of one of the at least two different items 
with a selling price of the other item to select one item having a higher selling price if 
prices of the at least two different items are different one another. 

22. Philippe, et. al. teaches the system of claim 11, a computer executable codes, 
stored in a computer readable medium, which when executed codes: virtually 
creating a virtual mall including a plurality of virtual shops (col. 12, lines 51, 52); 
generating a purchased item data, when a purchase command is input, the purchase 
command indicating that a purchaser buys an item at one of the plurality of shops, 
the purchased item data including a store code identifying one of the virtual shops at 
which the item is purchased, an item code identifying the item purchased (col. 12, 
lines 53-55) and a discount item flag indicating that the purchased item is a discount 
item, the discount item flag being set where the purchased item is specified as a 
discount item by one of the plurality of shops (col. 13, line 3); discriminating whether 
items indicated by at least two discount item flags in a plurality of purchased item 
data are respectively purchased from different shops based on the purchased item 
data (col. 12, lines 53-54); and executing a discount if the items indicated by the at 
least two discount item flags are purchased from different shops (col. 13, line 3). 

23. Philippe, et. al. teaches the additional limitation of claim 13 of computer executable 
codes according to claim 1 1 , wherein each item of the at least two different items 
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has a selling price, comparing a selling price of one of the at least two different items 
with a selling price of the other item to select one item having a higher selling price if 
prices of the at least two different items are different one another (col. 14, lines 4-6). 
24. A person having ordinary skill in the art would have been aware of these two 
disclosures and would have been motivated to combine them in order to facilitate 
customer lock-in and sales promotion as noted in Ikeda, et. al. (col. 1, lines 12-13) 
and which Ikeda, et. al. notes was one of the most popular types of systems at the 
time of the invention (Ikeda, et. al. col. 1, line 12). 

Response to Arguments 

Applicant argues the 102(b) rejections are not appropriate because the Ikeda 
reference does not contain every limitation recited in the claims. Examiner sets forth 
that due to Applicant's broad claim language the Ikeda reference does indeed anticipate 
applicant's pending claims. In figure 8 of Ikeda, the "Points" column represents discount 
item flags and the "purchase data" column represents items that were purchased. The 
points merely being present in the system for each purchased item represents a "flag", 
and since those points indicate a discount, Examiner considers these to represent 
discount item flags. The "Name of Shop" column shows that items are discriminated to 
show they were purchased at more than one retailer (Evidenced by shop name A 
through D signifying at least 4 different shops). Ikeda additionally has means for 
executing a discount as displayed by Column 14, Lines 36-39. Applicant's claim 
language states that a discount is executed if items are purchased from different shops. 
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Applicant's claims do not specify that the discount does not occur when the items do not 
meet that limitation. The system of Ikeda provides this discount in all situations, not just 
the one specified by applicant. Therefore, Ikeda provides the discount when items are 
purchased at different stores (as recited by the claims) and when the items are 
purchased at the same store. 

As those skilled in the art can clearly see, Ikeda is a proper teaching for the 
claims as they currently stand. In view of Applicants arguments, Examiner has dropped 
the 102(e) rejections based on the Philippe reference, however the rejections over 
Ikeda appear to be proper. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bekerman whose telephone number is (571) 

272- 3256. The examiner can normally be reached on Monday - Friday, 7:30 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric W. Stamber can be reached on (571) 272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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